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) Qr ARPANET (DARPA)

.r (Advanced Research Projects Agency NETwork,
later Defense Advanced Research Projects Agency)

A 1957 - Sputnik

A 1962 - $3m grant for time-sharing
A Local Area Networks (LAN)

A Personal Computer (PC)

A Transmission Control Protocol/Internet Protocol
(TCP/IP)

A Hypertext Transfer Protocol (HTTP)
A Graphical User Interface (GUI)
A Browsers - Netscape v. Explorer




UNITED STATES COURT OF APPEALS FOR THE NINTH CIRCUIT

PANAVISION INTEENATIONAL. L P.. a Delaware Limited Partnership, Plamntiff-
Appellee,

V.

DENNIS TOEPPEN, NETWORK SOLUTIONS, INC_, a District of Columbia
Corporation, Defendants- Appellants.

April 17, 1998, Filed
THOMPSON, Circmt Judge:

This case presents two novel 1ssues. We are asked to apply existing mles of personal
jurisdiction to conduct that occurred, in part, in "cvberspace.” In addition, we are asked
to interpret the Federal Trademark Dilution Act as it applies to the Internet.

Panavision accuses Dennis Toeppen of being a "cvber pirate” who steals valuable

trademarks and establishes domain names on the Internet using these trademarks to sell
the domain names fo the rightful trademark owners.

The district cowrt found that under the "effects doctrine,” Toeppen was subject to
personal jurisdiction in California. Panavision Intermational, L.P. v. Toeppen, 938 F.
supp. 616, 620 (C.D. Cal. 19946). The district court then granted summary judgment in
favor of Panavision, concluding that Toeppen's conduct vielated the Federal Trademark
Dilution Act of 1995, 15 US.C. § 1123(c). and the California Ant-dilution statute,

California Business & Professions Code § 14330, Panavision Imternarional, LFP. v
Toeppen, 945 F. Supp. 1286, 1306 (C.D. Cal. 1996).

Toeppen appeals. He argues that the district court erred in exercising personal
srieAdietinm otrer i hecrarica anss coiitact ha Rad srrith Califaenda virac ancioniFi e gt


http://trudalane.net/wp-content/uploads/2007/09/panavision-international-v-toeppen-abridged.pdf

CONCLUSION

Toeppen engaged in a scheme to register Panavision's trademarks as his domain names
on the Internet and then to extort money from Panavision by trading on the value of those
names. Toeppen's actions were aimed at Panavision i California and the brunt of the
harm was felt in California. The district court properly exercised personal jurisdiction
over Toeppen.

We also affirm the district court's summary judgment in favor of Panavision under the
Federal Trademark Dilution Act, 15 U.S.C. § 1125(¢), and the California Anti-dilution
statute, Cal.Bus. & Prof. Code § 14330. Toeppen made commercial use of Panavision's

trademarks and his conduct diluted those marks.

AFFIRMED.




Management of Internet Names and Addresses

This document, concerning the management of the Internet Domain Name System, is a statement of policy. Though it is not intended or expected, should any discrepancy occur between the document here and that published in the Federal Register, the
Federal Register publication controls. The paper is being made available through the Internet solely as a means to facilitate the public's access to this document.

UNITED STATES DEPARTMENT OF COMMERCE
Management of Internet Names and Addresses

Docket Number: 980212036-8146-02

AGENCY: National Telecommumications and Information Administration

ACTION: Statement of Policy

SUMMARY: On July 1, 1997, as part of the Clinton Administration's Framework for Global Electronic Commgrce:il: the President directed the Secretary of Commerce to privatize the domain name system (DINS) in a manner that increases competition and facilitates
international participation in its management.

Accordingly. on July 2, 1997, the Department of Commerce issued a Request for Comments (RFC) on DNS administration. The RFC solicited public input on issues relating to the overall framework of the DNS administration. the creation of new top-level domains, policies

7
for domain name registrars, and trademark issues. Dunng the comment period, more than 430 comments were received, amounting to some 1500 pages =

On Jamary 30, 1998, the National Telecommumications and Information Admmistration (NTIA), an agency of the Department of Commerce, issued for comment, 4 Proposal fo Improve the Technical Management of Internet Names and Addresses. The proposed
rulemaking, or "Green Paper." was published in the Federal Register on February 20, 1998, providing opportunity for public comment. NTIA received more than 650 comments, as of March 23, 1998, when the comment period closed B2

The Green Paper proposed certain actions designed to privatize the management of Internet names and addresses in a manner that allows for the development of robust competition and facilitates global participation in Internet management. The Green Paper proposed for
discussion a variety of issues relating to DNS management including private sector creation of a new not-for-profit corporation (the "new corporation”) managed by a globally and finctionally representative Board of Directors.

EFFECTIVE DATE: This general statement of policy is not subject to the delay i effective date required of substantive rules under 5 U.S.C. § 553(d). It does not contain mandatory provisions and does not itself have the force and effect of law 2 Therefore, the effective
date of this policy statement is [nsert date of publication in the Federal Register].

FOR FURTHER INFORMATION CONTACT: Karen Rose, Office of International Affaws (OIA), Rm 4701, National Telecommmmications and Information Administration (NTIA), U.S. Department of Commerce, Hm and Constitution Ave., NW, Washington, D.C.,
20230. Telephone: | E=5+ (202) 482-0365 . E-mail dnspolicy@ntia doc.gov

AUTHORITY: 15 US.C. § 1512; 15U.S.C. § 1525; 47 US.C. § 902(b)(2)(H): 47 US.C. § 902(b)(2)(T); 47 U.S.C. § 202(b)(2)(M): 47 US.C. § 904(c)(1).
SUPPLEMENTARY INFORMATION:
Background:

Domain names are the familiar and easy-to-remember names for Internet computers (e.g., "www_ecommerce gov"). They map to unique Internet Protocol (IP) numbers (e.g.. 98.37.241 30) that serve as routing addresses on the Internet The domain name system (DNS)
translates Internet names into the IP numbers needed for transmission of mformation across the network.

U.S. Rola in DNS Development:


http://www.ntia.doc.gov/ntiahome/domainname/6_5_98dns.htm

LobTE CONGRESS
15T SEssION S. 1 25 5

To protect eonsamers and promote electronic commerce by amending certain
trademark infringement, dilation, and connterfeiting laws, and for other

Purposes,

IN THE sENATE OF THE UNITED STATES

JUNE 21, 19949

Mr. ABRAHAM (for himself, Mr. TORRICELLI, Mr. HartcH, and Mr. MoCATN) Anticybe rsq uatti ng
Act 1999

introduesd the following bill; which was read twice and referred to the
Committes on the Judieiary

A BILL

To protect consumers and promote electronie commerce by
amending certain trademark infringement, dilation, and

counterfeiting laws, and for other purposes.

1 EBe it enacted by the Senate and House of Representa-

-2

tives of the United States of America in Congress assembled,

3 SECTION 1. SHORT TITLE.
< This Act may be ecited as the “Anticvbersgquatting
3 Consamer Proteetion Aet™.

SEC. 2. FINDINGS.

6
7 Congress finds that the unauthorized registration or



Typical Cybersquatters

A Provide False or Misleading Registration
Information
I Adopting fictitious corporate identities
I Assuming fictitious personal identities
I Domiciling outside the US
I Feigning foreign domicile



Typical Cybersquatters

A Engage in Dubious Registration Practices
I Using foreign registrars
I Acting as registrar
I Engaging in domain name testing for a brief period
I Engage in domain name Kiting
I Registering domain similar to trademarks



Typical Cybersquatters

AAt t empt to Exploit OtfF

Selling quickly

ISell i1 ng to a trademar k ¢
I Seeking an exorbitant sale to trademark owner
I Generating advertising revenue

Expl oirting otherso trade

I Exploiting registered trademarks

I Exploiting famous trademarks

I Defrauding consumers

I Negotiating the sale of domain names



Typical Cybersquatters

A Lack Respect for the Judicial System
I Concealing identity
I Evading service of process
I Ignoring judicial proceeding
I Refusing to participate in discovery



Typical Cybersquatters

A Maintain Substantial Domain Portfolios
I Holding many domain names
ifHol ding Atypoo domai ns

I Holding domains confusingly similar to registered
marks

I Holding domains confusingly similar to disinctive
marks

I Holding domains confusingly similar to famous
marks
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